SUMMARY OF U.S. PATENT LAWS

This document provides a brief overview of U.S. patent policy. Before making any decisions regarding intellectual property, consult the U.S. Patent and Trademark Office.

What are patents?

· Grant exclusive rights to make, sell or use a product or process to an inventor or designee

· Rights granted by a patent include the right to obtain reasonable royalty from anyone who used the invention or process patented after the date the patent was initially filed
· Patent rights are considered negative – they bar others from making, selling, using or importing your invention, your right to make, sell, use or import may still be limited by government regulations, such as import laws, auto safety regulations or infringement of other people’s patents

What types of inventions can I patent?

· Utility Patents - any new and useful process, machine, manufacture or composition of matter, or any new and useful improvement on these; grant exclusivity from the day they are issued and for 20 years following the date the patent was filed

· Design Patents - new, original, and ornamental design for an article of manufacture; grant exclusivity for 14 years from the date issued

· Plant Patents – right to exclude others from reproducing, selling or using a new variety of asexually reproduced plant, including cultivated spores, mutants, hybrids and newly found seedlings and follow the same rules governing utility patents

How do I apply for a patent?

· Patents are generally granted to the inventor, but may be granted to a designee

· Co-inventors should apply for a patent jointly regardless of whether they worked in the same lab, made the same amount of contribution or made a contribution to all parts of the process or invention; if a joint inventor refuses to join the application, one inventor may submit an application on behalf of both

· A patent application includes: 

· A specification - written description of the invention, the process of making and using it and the best way to duplicate it in clear, concise and exact terms that would enable any person in the field of invention to make and use the same invention

· A drawing to explain the invention to be patented 

· A signed oath of invention and an application fee 

· Patents may be amended with approval from the USPTO if an error is made

What is a provisional application?

· Not a patent application, but can be used as evidence of the initial date of invention for up to two years after it is filed

· Unless a subsequent patent application is filed, a provisional application is considered permanently abandoned in one year

· Includes same information as a patent application, but can be less specific

What does the U.S. Patent and Trademark Office do?

· Administers patent laws as they relate to granting patents for invention

· Examines validity of patent applications at scientific field-specific technology centers

· Publishes applications, records patent assignment and maintains a patent search room

· Has no jurisdiction over infringement and enforcement

What criteria does the USPTO use in deciding whether to grant a patent?

· Usefulness – reasonable practical applications for patented invention

· Novelty – significant differences between the intention and prior inventions that were patented or published

· Non-obviousness – the invention would not have been obvious to any person of ordinary skill in the field of invention

A patent will not be granted if: 

· The invention is not useful

· The invention was used by others, patented or described in a printed publication before invention by the applicant

· The patent application is abandoned

· The applicant listed on the patent is not the inventor and paperwork is not filed for a designee

· Another inventor establishes that he made the invention before the applicant and did not abandon, suppress or conceal it

· The differences between the invention and prior inventions are sufficiently similar that the invention would have been obvious to any person of ordinary skill in the field of invention, unless the similar inventions are patented by the same person

How long do patent protections last?

· Patents expire if inventor fails to pay maintenance fees, due 3 ½, 7 ½ and 11 ½ years after patent is granted

· Exclusion ends at end of patent life or failure to pay maintenance fees

· Attempts to enforce the patent can be considered patent abuse or a violation of antitrust laws

What is patent infringement?

· Unauthorized manufacture, use, sale or import of a patented invention before the patent expires

· Patentee may sue in federal court for an injunction and damages if he or she can prove infringement

When will my patent application be made public?

· Patent applications are kept confidential by the USPTO for 18 months after the earliest filing date, at which time the inventor should publish

· An application does not need to be published if it is abandoned, is subject to a secrecy order or is a provisional application

What is the role of patent attorneys and agents?

· Attorneys and agents have registered with the USPTO after providing evidence of extensive knowledge of patent law

· File on behalf of inventors

· Specialize in writing patents that provide adequate protection of inventions and the potential for commercial value

Can I mark my invention as patented if I’ve applied for a patent?

· Patent owners must notify would-be infringers before a lawsuit can be brought, so many put the patent number on their product

· However, it is illegal to use a patent notification on an invention that is not patented

· The phrases “Patent Pending” and “Patent Applied For” have no legal definition

Can I give my patent to someone else?

· Patents are personal property that may be sold, mortgaged or bequeathed

· A patent assignment is a written document that transfers all or part of a patent to a new owner, the assignee must register the agreement with the USPTO

· A license grants the exclusive or nonexclusive right to make, use, sell or import to a third party without transferring ownership

If I work in a lab, do my patents belong to my employer?

· In most cases, a clause is included in a researcher’s contract automatically assigning all patents to the employer

· Employees hired to solve a specific problem are considered to have assigned patents rights related to that project to their employer

· In cases where a worker is an independent contractor and makes a discovery not specifically related to work, courts may award the employer a “shop right,” which creates a mandatory nonexclusive royalty-free license

Do special rules apply to university labs?

What special rules apply to patents on inventions made with federal assistance?

· Federal agencies do not disclose inventions before sufficient time have passed in which to file a patent

· Nonprofits and small business firms may elect to retain ownership of inventions developed under contract with agencies of the U.S. Federal Government, unless:

· The contractor’s offices are outside the U.S. or the contractor is subject to control of a foreign government

· Exceptional circumstances occur as defined by the agency that funded the research

· The funding agreement includes operation of government-owned facilities, such as naval nuclear propulsion or weapons programs

· The sponsoring federal agency has free license to practice the process or manufacture the invention even if the contractor chooses to patent

· Federal government may require contractors to license inventions to a responsible third party

· Additional steps to retain ownership of patents:

· Contractor disclosure of invention to the sponsoring agency in a timely manner

· Written request from the contractor to retain intellectual property, sent within two years if the invention has not been published or put into use or within 60 days if it has

· Agreement to file a patent application within time frames set forth by the USPTO or sponsoring agency

· Exclusive licensees of patents must do substantial business in the U.S.

· No scholarship, fellowship, training grant or other funding agreement made by a Federal agency for educational purposes will contain any provision giving the Federal agency any rights to inventions made by the awardees

What do I need to know about foreign patents and patent rights?

· Rights of U.S. Patents do not extend internationally

· Patent laws differ in each country

· To gain patent protection, inventors must apply in individual countries or with regional patent offices, such as the European Patent Office

· The Paris Convention for the Protection of Industrial Property established patent rules adopted by 168 countries (including the U.S.), so that citizens in foreign countries are granted the same rights as a country’s own citizens and patents granted in foreign countries constitute prior art in all countries 

· A Foreign Filing License is required by the USPTO for inventors filing in foreign countries before or up to six months after filing a U.S. application

· Foreign applicants for U.S. Patents must file within 12 months of foreign applications for utility patents and within six months for design patents

What is the Patent Cooperation Treaty (PCT)?

· The PCT is administered by the United Nations’ World Intellectual Property Organization (WIPO)

· Put into effect in 1978 in 100 countries, including the U.S.

· Established the following process for filing in multiple countries:

1. Inventor files in a country that adheres to the PCT

2. Country conducts prior art search and published application after 18 months

3. Inventor files parallel applications in other PCT countries within 30 months

What special protections fall under the Semiconductor Chip Protection Act (SCPA)?

· 1984 Congressional act protects “mask works” – graphic works used to create electronic circuitry on semiconductor chips

· Mask works cost an average of $100 million to develop, but often do not meet the novelty and non-obviousness clauses of patent law

